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DETAILED ACTION 

* 

1 . Claims 50, 52-56, 63 and 65 are pending as amended on 5 January 2007, claims 
1-49, 51, 55-62, 64, 66 and 67 being cancelled. 

2. The text of those sections of Title 35, US Code not included in this action can be 
found in a prior Office action. 

Response to Amendment 

3. Applicant's amendment filed 5 January 2007, with respect to canceling the 
unsupported new matter in claims 50 and 63 has been fully considered and overcomes 
the following: 

The rejection of claims 50, 52-56, 63 and 65 under 35 USC 112, first paragraph, 
as failing to comply with the written description requirement has been withdrawn. 

Claim Rejections - 35 USC § 103 

4. Claims 50-55, 64 and 65 stand rejected under 35 USC 103(a) as being 

unpatentable over US Patent 6,294,313 (Kobayashi hereinafter). 

Kobayashi teach a photoconductive (Column 1 Lines 39-56) wettability-changing 
■ 

layer not more than 10 ^m thick (Column 31 Lines 54-58) comprising a photocatalyst — 
including titanium dioxide (Column 13 Lines 33-40), an organosiloxane or fluoroalkyl 
polymer binder (Column 14 Line 12 - Column 18 Line 15), and a charge facilitator of 

■ 

metal salt as claimed (Column 18 Line 65 - Column 19 Line 10). 
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Kobayashi does not disclose expressly a layer thickness of between 100 and 
1 ,000 angstroms; however, the claimed range is prima facie obvious since the thickness 
taught by Kobayashi fully embraces the claimed range. 

Further, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to reduce the thickness of the layer, for the purpose of making 
the intended future device smaller, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering optimum or workable 
ranges involves only ordinary skill in the art (In re Alter, 105 USPQ 233). 

Response to Arguments 

5. Applicant's arguments filed 5 January 2007 have been fully considered but they 
are not persuasive. 

6. Applicant argues that Kobayashi fails to teach a layer with a claimed thickness of 
100 to 1 ,000 angstroms asserting that Kobayashi teaches a layer orders of magnitude 
thicker and in the claimed invention that a thickness of 100 angstroms or more provides 
wettability properties while a thickness of 1 ,000 angstroms or less provides good charge 
transfer properties; However, first, Kobayashi teaches a layer having a thickness not 
more than 10 |nm thick (Column 31 Lines 54-58 emphasis added) meaning that 
Kobayashi's thickness ranges from 0 to 10 (am and while the upper limit of Kobayashi 
may be orders of magnitude greater than the claimed range's upper limit, Kobayashi's 
range encompasses the instantly claimed range in its entirety; Second, in response to 
applicant's argument that the references fail to show certain features of applicant's 
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invention, it is noted that the features upon which applicant relies (i.e., wettability 
properties and good charge transfer properties) are not recited in the rejected claims. 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993); Finally, applicant appears to be arguing that there are 
unexpected results within the instantly claimed thickness range not found in Kobayashi, 
however there is no data presented comparing the claimed invention to the closest prior 
art — for example the exemplified layers of Kobayashi. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 A 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

« 

MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 10/651,062 Page 5 

Art Unit: 1712 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy J. Kugel whose telephone number is (571) 272- 
1460. The examiner can normally be reached 6:00 AM - 4:30 PM Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 



9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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